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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )M Responsive to communication(s) filed on 27 September 2001 . 
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closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 ? 453 O.G. 213. 
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6) 13 Claim(s) 1-14 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) S The drawing(s) filed on 27 September 2001 is/are: a)M accepted or b)D objected to by the Examiner. 
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1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

1. This action is responsive to application filed September 27, 2001 claiming 
priority benefit of Foreign Application UK 0107321.2 filed March 23, 2001. 

2. Qaims 1-14 have been examined. 

Drawings 

3. The drawings filed September 27, 2001 are approved by the examiner. 

Claim Objection 

4. Qaims 1, 3, 4, 8, 10, 11, 12, 13 and 14 are objected to because of the following 
informalities: % 

a. Qaims l(lines 5, 10), 3 (line 2), 10 (line 5), 13 (lines 8, 12), 14 (lines 5, 11) 
recite the limitation "the authorization." This limitation should be changed to - the 
execution authorization - in order to provide this limitation with clear antecedent 
basis. 

b. Qaims 1 (lines 7, 11), 13 (lines 5, 10) and 14 (lines 7, 10) recite the 
limitation "the program/ 5 This limitation should be changed to - the software 
program - in order to provide the limitation with clear antecedent basis. 

c. Qaims 8 (line 3), 11 (line 3) and 12 (line 2) recite the limitation "the 
program." This limitation should be changed to - the computer program - in order 
to provide the limitation with clear antecedent basis. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.G 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 
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6. Claims 4 and 5 are rejected under 35 U.S.C 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

a. Claim 4 recites the limitation "the request to a further computer" at line 
3. This limitation lacks proper antecedent basis. 

b. Claim 4 recites the limitation "the corresponding license certificate" at 
line 8. This limitation should be changed to - the corresponding digital license 
certificate - to provide this limitation with sufficient antecedent in the claim. 

c. Claim 5 recites "the corresponding license certificate." It is unclear 
which license certificate is being referred to. For art rejection purposes, this limitation 
is being interpreted to mean - local digital license certificate --. 

7. Claims 8, 9, 11 and 12 are rejected under 35 U.S.C 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

A single claim which claims both a product and method steps of using the 
product is indefinite under 35 U.S.C 112, second paragraph. In Ex parte Lyell, 17 
USPQ 2d 1548 (Bd. Pat. App. & Inter. 1990), a claim directed to an automatic 
transmission workstand and the method steps of using it was held to be ambiguous 
and properly rejected under 35 U.S.C 112, second paragraph. 

In claims 8 and 11, it is unclear whether a computer program or a process of 
controlling use of software programs is claimed. With a computer program recited in 
the preamble, one would expect to find in the body of the claim means or devices 
having functions to control the use of software programs. However, one only found 
method steps for controlling use of software programs. 
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In claims 9 and 12, it is unclear whether a program product or a computer 
program stored on a computer readable medium or a process of controlling use of 
software programs is claimed. With a program product recited in the preamble, one 
would expect to find in the body of the claim means or devices having functions to 
control the use of software programs. However, one only found method steps for 
controlling use of software programs. 

Correction is required. 

Claim Rejections - 35 USC § 101 

8. 35 U.S.G § 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

9. Gaims 8, 9, 11, and 12 are rejected under 35 U.S.G § 101 as being directed to 
non-statutoiy subject matter. 

A single claim which claims both a program product and the method steps of 
using the program product should also be rejected under 35 U.S.G 101, Ex parte 
Lyell, 17 USPQ 2d 1548 (Bd. Pat. App. & Inter. 1990), based on the theory that the 
claim is directed to neither a "process" nor a "machine," but rather embraces or 
overlaps two different statutory classes of invention set forth in 35 U.S.G 101 which 
is drafted so as to set forth the statutory classes of invention in the alternative only 
Id. at 1551. 

Correction is required. 

10. Gaims 13 and 14 are rejected under 35 U.S.G § 101 as being directed to non- 
statutory subject matter. 
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The invention as disclosed in claims 13 and 14 are directed to non-statutory 
subject matter. While the claims are in the technological arts, they are not limited to "a 
practical application of an abstract idea which produced a useful, concrete, and 
tangible result." State Street Bank &: Trust v. Signature Financial Group. Inc.. 149 F. 
3d 1368. 1375 n. 9 (Fed. Or. 1998) . 

Specifically, the claims are directed to a system for controlling use of software 
programs on a computer. This system comprising of a licensing management system 
and means for starting a bootstrap, means for granting an execution authorization and 
means for revising, all of which appear to be software components, e.g., software 
program per se. Applicants thus fail to disclose that these software components are 
tangibly embodied and executed by a piece of hardware and that their functions have 
practical applications which produce useful, concrete, and tangible results under the 
State Street Formulation. 

On this basis, claims 13 and 14 ate rejected under 35 U.S.C § 101. 

Claim Rejections - 35 USC § 1 02 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a 
foreign country, before the invention thereof by the apphcant for a patent. 

12. Gaims 1-14 are rejected under 35 U.S.C. 102(a) as being anticipated by U.S. 
Patent No. 6,185,678 to Arbaugh et al. ("Arbaugh"). 
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Claim 1 

Arbaugh discloses at least: 

starting a bootstrap imdung loading at least one softimre pmgramprouding bask 
serdces for the computer (see at least Figure 2a and related discussion in the specification); 

requesting an execution authorisation by each program to a licensing management 
sy$tem(see at least Figures 2b- 2d, steps 266, 274, 286, 292, 298 and related discussion 
in the specification); 

granting the authorisatimaaonB^ wrifimtion of licensing 

information indimtiw cf an authorised condition (fuse of the program before completion cfthe 
bootstrap (see at least Figures 2b- 2d, steps 266, 274, 286, 292, 298 and related 
discussion in the specification); and 

reusing the granted authorisation according to a corrplete wrifimtion cfthe licensing 
information after completion cf the bootstrap (see at least Figures 2b-2d, steps 266, 274, 286, 
292, 298 and related discussion in the specification; also see discussion on AEGIS 
Network Recovery Protocol, sections A, D). 

Claim 2 

The rejection of base claim 1 is incorporated. Arbaugh further discloses: 

leading a basic module cf the licensing management system befote completion of the 
bootstrap, each authorisation being requested to and being granted by the bask module (see at least 
Figures 2a-2d and related discussion in the specification; also see discussion on 
AEGIS Network Recovery Protocol, sections A, D); 

k^ng each request cf authorization (see at least Figures 2a- 2d and related 
discussion in the specification; also see discussion on AEGIS Network Recovery 
Protocol, sections A, D); 
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leading a fidl module of the licensing rmmgprent system after completion of the 
bootstrap (see at least Figures 2a- 2d and related discussion in the specification; also see 
discussion on AEGIS Network Recovery Protocol, sections A, D); and 

proudmg each logged request to the fidl module far reusing the corresponding granted 
authorization (see at least Figures 2a- 2d and related discussion in the specification; also 
see discussion on AEGIS Network Recovery Protocol, sections A, D). 

Claim 3 

The rejection of base claim 1 and intervening claim 2 is incorporated. 
Arbaugh further discloses wherein the step cf requesting the authorisation is deferred until 
completion of the loading of the basic module (see at least Figures 2a- 2d and related discussion 
in the specification; also see discussion on AEGIS Network Recovery Protocol, 
sections A, D). 

Claim 4 

The rejection of base claim 1 and intervening claim 2 is incorporated. 
Arbaugh further discloses: 

sending a message mdkatke of the request to a further computer storing a digital 
liaense oertifiatte for each program Muding the corresponding licensing infomutvon (see at least 
Figures 2a-2d and related discussion in the specification; also see discussion on 
AEGIS Network Recovery Protocol, sections A, D); and 

wr^mgocmplknoe cf the request wth the corresponding liosnoe cmifkate (see at 
least Figures 2a-2d and related discussion in the specification; also see discussion on 
AEGIS Network Recovery Protocol, sections A, D). 



Claim 5 
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The rejection of base claim 1 and intervening claims 2, 4 is incorporated. 
AAaugh further discloses vhemn the step cfgrantingthe authorisation vndudes wifymga local 
digital license cErtificnte stored mtfe simplified copy of the aynesponding 

license certificate (see at least Figures 2a- 2d and related discussion in the specification; 
also see discussion on AEGIS Network Recovery Protocol, sections A, D). 

Claim 6 

The rejection of base claim 1 and intervening claims 2, 4, 5 is incorporated. 
Arbaugh further discloses the step of updating each load license certificate acoofrding to a new 
version thereof rem^ from the further computer after corrpletton of the bootstrap (see at least 
Figures 2a-2d and related discussion in the specification; also see discussion on 
AEGIS Network Recovery Protocol, sections A, D). 

Claim 7 

The rejection of base claim 1 is incorporated. Arbaugh further discloses: 
rmrutormg operation of the computer for detecting a change in an ex eottion 
enurvmrent cf each program (see at least Figures 2a-2d and related discussion in the 
specification; also see discussion on AEGIS Network Recovery Protocol, sections A, 
D); and 

reusing the cones ponding granted authorization aooording to the detected change (see 
at least Figures 2a- 2d and related discussion in the specification; also see discussion on 
AEGIS Network Recovery Protocol, sections A, D). 
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Claim 8 

Since claim 8 recites a computer program directly loadable into a working memory cf a 
computer for perforning the same method steps of claim 1, the same rejection is applied. 

Claim 9 

Since claim 9 recites a program p?oduct mdudinga computer readabkn^dmnmuhido 
the computer pmgramcfdaim 8 is stored* this computer program performing the same 
method steps of claim 1, the same rejection is applied. 

Claim 10 

Since claim 10 recites the same method steps of claims 1 and 7, the same 
rejections are applied. 

Claim 11 

Since claim 1 1 recites a computer program directly loadable into a working memory of a 
ompi^forpefami^^t same method steps of claim 10, the same rejection is applied. 

Claim 12 

Since claim 12 recites a programproduct inducting a computer readable medium on uthich 
the cor rputer program cf daimll is stored, this computer program performing the same 
method steps of claim 10, the same rejection is applied. 

Claim 13 

Since claim 13 recites a system comprising the same method steps of claim 1, 
the same rejection is applied. 
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Claim 14 



Since claim 14 recites a system comprising the same method steps of claims 1 
and 7, the same rejections are applied. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

14. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hoang- Vu A Nguyen-Ba whose telephone 
number is (703) 305-0103. The examiner can normally be reached on Tuesday-Friday, 
6:00-16:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Dam can be reached on (703) 305-4552. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application maybe obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications maybe obtained from either Private PAIR or Public PAIR 
Status information for unpublished applications is available through Private PAIR 
only For more information about the PAIR system, see http:/ / pair-direct.uspto.gov. 



Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBQ at 866-217-9197 (toll-free). 
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